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USPTO Requires U.S. Licensed Attorney for Foreign Trademark
Applicants and Registrants

Earlier in July 2019, the United States Patent and Trademark Office (USPTO) issued a final rule amending the Rules of Practice in
Trademark Cases, the Rules of Practice in Filings Pursuant to the Protocol Relating to the Madrid Agreement Concerning the
International Registration of Marks, and the rules regarding Representation of Others Before the USPTO. This new rule requires
foreign-domiciled trademark applicants, registrants, and parties to a Trademark Trial and Appeal Board proceeding to be
represented by a U.S. licensed attorney. This rule will go into effect August 3, 2019.

A “foreign-domiciled” trademark applicant, registrant, or party is either or both: a) an individual with a permanent legal
residence outside the United States or its territories; b) an entity with its principal place of business (headquarters) outside the
United States or its territories. This requirement also applies to all Canadian applicants, registrants, and parties. This rule does
not impact individuals and companies from the United States.

The USPTO believes that this requirement for using a U.S. licensed attorney will ensure that the agency “can effectively use
available mechanisms to enforce foreign applicant compliance with statutory and regulatory requirements in trademark matters;
provide greater confidence to foreign applicants and the public that registrations that issue to foreign applicants are not subject
to invalidation for reasons such as improper signatures and use claims; and aid USPTO efforts to improve accuracy of the U.S.
Trademark Register.” This will ultimately aid U.S. applicants, registrants and parties as it will reduce costs for assessing any
conflicts and reduce any disputes over a mark.

If you would like additional information about this new USPTO rule, please contact any of the professionals listed below:

Steven E. Feldman, Partner | sfeldman@hahnlaw.com | 312.637.3010 | 125 S. Wacker Drive, Suite 2900, Chicago, IL 60606
Bret A. Hrivnak, Partner | bhrivnak@hahnlaw.com | 216.274.2255 | 200 Public Square, Suite 2800, Cleveland, OH 44114
Sherry L. Rollo, Partner | srollo@hahnlaw.com | 312.637.3020 | 125 S. Wacker Drive, Suite 2900, Chicago, IL 60606
Jeanne L. Seewald, Partner | jseewald@hahnlaw.com | 239.254.2905 | 5811 Pelican Bay Boulevard, Suite 650, Naples, FL 34108
Daniel J. Smola, Partner | dsmola@hahnlaw.com | 216.274.2202 | 200 Public Square, Suite 2800, Cleveland, OH 44114
Nathan B. Webb, Partner | nwebb@hahnlaw.com | 216.274.2222 | 200 Public Square, Suite 2800, Cleveland, OH 44114
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This Client Alert was created for general informational purposes only and does not constitute legal advice or a solicitation to provide legal services.
The information in this Client Alert is not intended to create, and receipt of it does not constitute, a lawyer-client relationship or reinstate a concluded
lawyer-client relationship. Readers should not act upon this information without consulting legal counsel admitted in the state at issue.
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